
S/N 09/272,183 PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: YAO ET AL. Examiner: A. MARKOFF 

Serial No.: 09/272,183 Group Art Unit: 1746 

Filed: MARCH 18, 1999 Docket No.: 30874.64USU1 (SEA2655) 

Title: METHOD APPARATUS OF DISC BURNISHING WITH A GLIDE/BURNISH 
HEAD 


CERTIFICATE UNDER 37 CFR t .8: The undersigned hereby certifies that this correspondence is being 
deposited in the United States Postal Service, as first class mail, with sufficienyxistage, in an envelope 
addressed to: Commissioner for Patents, Washington, D.C. 2023 1 on May K , 2001. 

Bv: Qfilyia /9<^jJle^ 

Petition to Accept New Declaration 
Under 37 CF.R. ^ 1.64(a) and 37 CF.R. § 1.47(a) 


Commissioner for Patents 
Washington, D.C. 20231 

Dear Sir: 

Two attempts have been made to obtain signature from Chiao-Ping Ku on the new 
Declaration in the above-referenced application. The new Declaration deletes the reference 
claiming priority to Provisional Application No. 60/078,625, which was included in the original 
application in error. 

Enclosed please find a copy of a certified letter and the receipt signed for by Chiao-Ping 
Ku on March 2, 2001 . A second attempt to obtain signature was made via Express Mail on 
March 22, 2001 . Enclosed is a copy of the letter sent to Chiao-Ping Ku along with a copy of the 
Express Mail receipt. 

Applicants respectfully request acceptance of this new Declaration as signed by all other 
inventors on behalf of themselves and the nonsigning inventor. The petition fee of $130.00 as 
set forth in C.F.R. § 1.17(h) is submitted herewith. 


The Examiner is encouraged to contact the Apphcants' undersigned representative if a 
telephone interview would expedite acceptance of the newly signed Declaration. 

Respectfully submitted, 

MERCHANT & GOULD P.C. 
P.O. Box 2903 

" Minneapolis, Minnesota 55402-0903 
(612)332-5300 
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MERCHANT & GOULD P.C. 
United States Patent Application 
DECLARATION UNDER 37 CFi^ § 1 .63 

As a below named inventor I hereby declare that: my residence, post office address and citizenship are as stated below next to my 
name; that 

I verily believe I am the original, first and sole inventor (if only one name is listed below) or a joint inventor (if plural inventors are 
named below) of the subject matter which is claimed and for which a patent is sought on the invention entitled: METHOD APPARATUS 01 
DISC BURNISHING WITH A GLIDE/BURNISH HEAD 


The specification of which 

a. D is attached hereto 

b. S was filed on March 1 8, 1 999 as application serial no. 09/272,1 83 and was amended on (if applicable) (in the case of a PCT-filcd 
application) described and claimed in international no. filed and as amended on (if any), which I have reviewed and for which i 
solicit a United States patent 

I hereby state that I have reviewed and understand the contents of the above-identified specification, including the claims, as amended by 
any amendment referred to above. 

I acknowledge the duty to disclose information which is material to the patentability of this application in accordance with Title 37. Code of 
Federal Regulations, § 1 .56 (attached hereto). 

I hereby claim foreign priority benefits under Title 35. United States Code, § 1 19/365 of any foreign application(s) for patent or inventor's 
certificate listed below and have also identified below any foreign application for patent or inventor's certificate having a filing date before 
that of the application on the basis of which priority is claimed: 

a. ^ no such applications have been filed. 

b, Q such applications have been filed as follows: 


FOREIGN APPUCATION(S), IF ANY, CLAIMING PRIORITY UNDER 35 USC 

1 

COUNTRY 

APPLICATION NUMBER 

DATE OF FILING 
(day, month, year) 

DATE OF ISSUE 1 
^day, month, year) i 





ALLFOREI 


CATION(S) 

COUNTRY 

APPUCATION NUMBER 

DATE OF FILING 

^diy. month, year) 

DATE OF ISSUE 
(day, month, year) 
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I hereby claim the benefit under Title 35. United States Code, § 120/365 of any United States and PCT international application(s) listed 
below and, insofar as the subject matter of each of the claims of this application is not disclosed in the prior United States application in the 
manner provided by the first paragraph of Title 35. United Stales Code, § 1 1 2, 1 acknowledge the duty to disclose material mformation as 
defined in Title 37, Code of Federal Regulations, § l-56(a) which occurred between the filing date of the prior application and the national or 
PCT international filing date of this applicatiori. 


VS. APPLICATION NUMBER 

DATE OF FILING (day, month, year) 

STATUS (patented, pending, abandoned) | 




1 hereby claim the benefit under Title 35, United States Code § 1 19(c) of any United Stales provisional application(s) listed below: 


DATE OF nUNG (Day. Monlh. Year) 1 

1 601/078,550 

19 March 1998 «_J 
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Pleasc direct all correspondence in this case to Merchant & GoUld P.C. at the address indicated below: 

Merchant & Gould P.C. 
P.O. Box 2903 
Minneapolis, Minnesota 55402-0903 


I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and belief are 
believed to be true; and fiirther that these statements were made with the knowledge that willful false sUtements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 1 8 of the United States Code and that such willful false statements 
may jeopardize the validity of the application or any patent issued thereon. 
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Full Name 
Of Inventor 

Family Name 

YAO 

First Given Name 
WEI 

Second Given Name 1 
HSIN 1 

0 

Reiidencc 
& Ctttzenthip 

City 

FREMONT ^ 

State or Foreign Country 
CALIFORNIA 

Country of Citizenship 
TAIWAN 

1 

Post Omce 

Post Office Address 
33909 SHYLOCK DRIVE 

City 

FREMONT 


State & Zip Code/Country 
CALIFORNIA 94555AJSA 

Sign 

•tnrc of Inventor 201: 

Date: 



2 

Full Name 
Of Inventor 

Family Name 
SUNDARAM 

First Given Name 
RAMESH 

Second Given Name 


0 

Residence 

& Citizenship 

City 

FREMONT 

State or Foreign Country 
CALIFORNIA 

Country of Citizenship 

UNFTED STATES 

2 

Post orricc 

Address 

Post Office Address 
47681 ZUNIC DRIVE 

City 

FREMONT 

State & Zip Code/Country 
CALIFORNL\ 94S39/USA 

Sign 

■tare of Inventoi 

• 202: 

Date: 


2 

Full Name 
Of Inventor 

Family Name 
WANG 

First Given Name 
Ll-PING 

Second Given Name 

0 

Retldcncc 
A CltlzcHihlp 

City 

FREMONT ^ 

State or Foreign Country 
CALIFORNIA 

Country of Citizenship 
TAIWAN 

3 

Post Office 
Address 

Post Office Address 
43670 Visu Del Mar 

City 

FREMONT 


State & Zip Code/Country 
CALIFORNIA 94539AJSA 

Sigi 

latnre of Invento 

r203: 

Date: 
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Full Name 
Of Inventor 

Family Name 
KU 

First Given Name 
CHIAO-PING 

Second Given Name 

0 

Residence 
& Citizenship 

City 

FREMONT 

State or Foreign Country 
CALIFORNIA 

Country of Citizenship 
TAIWAN 

4 

Post Offlce 
Address 

Post Office Address 

W VAIJkIS COURT 

City 

FREMONT 

State & Zip Code/Country 
CALIFORNL\94539AJSA J 

SIg 

nature of Inventa 

r204: 

Date: 
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§ 1.56 Duty to disclose information material to patentability. 

(a) A patent by its very nature is affected with a public interest. The public interest is best served, and the most effective patent 
examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachmgs of all mfoimation 
material to patentability. Each individual associated with the filing and prosecution of a patent application has a duty of candor and good 
faith in dealing with the Office, which includes a duty to disclose to the Office all information known to that individual to be matenal to 
patentability as defined in this section. The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn from consideration, or the application becomes abandoned. Information material to the patenUbility of a claim that is canceled 
or withdrawn from consideration need not be submitted if the information is not material to the patentability of any claim remaining under 
consideration in the application. There is no duty to submit information which is not material to the patentability of any existing claim. The 
duty to disclose all information known to be material to patentability is deemed to be satisfied if all infonnation known to be matenal to 
patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner prcscnbed by §§ 1.97(bHd) and 
i 98 However no patent will be granted on an application in connection with which fraud on the Office was practiced or attempted or the 
duty of disclosure was violated through bad faith or intentional misconduct The Office encourages applicants to carefijlly examine: 

(1 ) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application believe any 
pending claim patentably defines,"!© make sure that any material information contained therein is disclosed to the Office. 

(b) Under this section, information is material to patentability when it is not cumulative to information already of record or being made 
of record in the application, and 

(1) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a claim; 

or 

(2) It refutes, or is inconsistent with, a position the applicant takes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is unpatentable under «he 
preponderance of evidence, burden-of-proof standard, giving each term in the claim its broadest reasonable construction consistent with the 
specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a contrary conclusion of 
patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the meaning of this section are: 

(1) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of the application and who is associated with 
the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than tiie attorney, agent or inventor may comply with this section by disclosing information to the attorney, 
agent, or inventor. 
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MERCHANT & GOULD P.C. 
United States Patent Application 
DEX:LARATI0N under 37 C.F.R. § 1.63 

As a below named inventor I hereby declare that: my residence, post office address and citizenship are as stated below next to my 
name; that 

I verily believe I am the original, first and sole inventor (if only one name is listed below) or a joint inventor (if plural inventors are 
named below) of the subject matter which is claimed and for which a patent is sought on the invention entitled: METHOD APPARATUS OF 
DISC BURNISHING WITH A GLIDEmURNISH HEAD 

The specification of which 
a. n is attached hereto 

b S was filed on March 18, 1999 as application serial no. 09/272,183 and was amended on (if apphcable)(m thccase of aPCT-filed 
application) described and claimed in international no. filed and as amended on (if any), which I have reviewed and for which I 
solicit a United States patent. 

I hereby state that I have reviewed and understand the contents of the above-identified specification, including the claims, as amended by 
any amendment referred to above. 

I acknowledge the duty to disclosa information which is material to the patentability of this application in accordance with Title 37. Code of 
Federal Regulations, § 1 .56 (attached hereto). 

I hereby claim foreign priority benefits under Title 35. United States Code, § 1 19/365 of any foreign application(s) for patent or inventor's 
certificate listed below and have also identified below any foreign application for patent or inventor's certificate havmg a filmg date before 
that of the application on the basis of which priority is claimed: 

a. El no such applications have been filed. 

b. n such applications have been filed as follows: 


FOREIGN APPUCATIOWS). IF ANY, CLAIMING PRIORITY UNDER 35 USC 

§119 i 

COUNTRY 

APPLICATION NUMBER 

DATEOFFTUNG 
(day, month, year) 

DATE OF ISSUE 
(day, month, year) 





ALL FORE! 


CATIONCS) 

COUNTRY 

APPUCATION NUMBER 

DATEOFnUNG 
^day, month, year) 

DATE OF ISSUE 
(day* month, year) 






I hereby claim the benefit under Title 35. United States Code, § 120/365 of any United States and PCT international apphcation(s) Usted 
below and. insofar as the subject matter of each of the claims of this application is not disclosed in the pnor United States application in the 
manner provided by the fir^t paragraph of Title 35. United States Code, § U2. 1 acknowledge the duty to disclose material information 
defined in Title 37. Code of Federal Regulations, § 1 .56(a) which occurred between the filing date of the pnor application and the national or 


PCT international filing date of this appHcation. 


U5. APPLICATION NUMBER 

DATE OF FILING (day. month, year) 

STATUS (patented, pending, abandoned^ | 





1 hereby claim the benefit under Title 35. United Sutcs Code § 1 19(c) of any United States provisional applications) listed below: 


U^. PROVISIONAL APPUCATION NUMBER 


DATE OF nUNG (Day, Month. Year) 


6(V078.550 


19 March 1998 
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Please direct all correspondence in this case to Merchant & Gould P,C, at the address indicated below: 

Merchant & Gould P.C. 
P.O. Box 2903 
Minneapolis, Minnesota 55402-0903 


I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and belief are 
believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 1 8 of the United States Code and that such willful false statements 
may jeopardize the validity of the application or any patent issued thereon. 


Signature of Inventor 202: 


Full Name 
Of Inventor 


Family Name 
WANG 


2 

Fall Name 
Of Inventor 

Family Name 
YAO 

First Given Name 
WEI 

Second Given Name 
HSIN 

0 

Residence 
& Cttlzcnihtp 

City 

FREMONT 

State or Foreign Conntry 
CAUFORNIA 

Conntry of Citizenship 
TAIWAN 

1 

Pott Office 
Address 

Pott Office Address 

33909 SHYLOCK DRIVE 

City 

FREMONT 


State & Zip Code/Country 
CALIFORNIA 94555AJSA 

Sign 

atnrc of Inventoi 

-201: 

Date: 


2 

Fall Name 
Of Inventor 

Family Name 
SUNDARAM 

First Given Name 
RAMESH 

i 

Second Given Name 

0 

Residence 
& Citizenship 

City 

FREMONT 

State or Foreign Country 
CALIFORNIA 

Country of Citizenship 

UNITED STATES 

2 

Post Office 
Address 

Post Office Address 
47681 ZUNIC DRIVE 

City 

FREMONT 


State & Zip Code/Coantry 
CALIFORNIA 94539/USA 


Date: 


First Given Name 
LI-PING 


Second Given Name 


Residence 
A Clllzenthip 
Post Office 
Address 


City 

FREMONT 


State or Foreign Country 
CAUFORNIA 


Country of Citizenship 
TAIWAN 


Post Onice Addrett 
43670 Visu Del Mar 


Signature of Inventor 203: 


Full Name 
Of inventor 


Residence 
& Citizenship 


Post Omce 
Address 


Family Name 

KU 


City 

FREMONT 


Post Office Address 
59 VALAIS COURT 


City 

FREMONT 


State & Zip Code/Coantry 
CAUFORNIA 94539/USA 


Date: 


First Given Name 
CHIAO-PING 


State or Foreign Country 
CAUFORNIA 


City 

FREMONT 


Second Given Name 


Country of Citizenship 
TAIWAN 


State & Zip Code/Coantry 
rAiiFORNlA 94S39/USA 



Signature of Inventor 204: 


Date: 
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§ 1.56 Duty to disclose information material to patentability. 

(a) A patent by its very nature is affected with a public interest. The public interest is best served, and the most effective patent 
examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachings of all information 
material to patentability. Each individual associated with the filing and prosecution of a patent application has a duty of candor and good 
faith in dealing with the Office, which includes a duty to disclose to the Office all information known to that individual to be material to 
patentability as defined in this section. The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn from consideration, or the application becomes abandoned. Information material to the patentability of a claim that is canceled 
or withdrawn from consideration need not be submitted if the information is not material to the patentability of any claim remaining under 
consideration in the application. There is no duty to submit information which is not material to the patentability of any existing claim. The 
duty to disclose all information known to be material to patentability is deemed to be satisfied if all information known to be material to 
patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by §§ 1 .97(bHd) and 
1 .98. However, no patent will be granted on an application in connection with which fraud on the Office was practiced or attempted or the 
duty of disclosure was violated through bad faith or intentional misconduct The Office encourages applicants to carefully examine: 

(1 ) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application believe any 
=^ pending claim patentably defines.'to make sure that any material information contained therein is disclosed to the Office. 

U 

£ (b) Under this section, information is material to patentability when it is not cumulative to information already of record or being made 
W of record in the application, and 

(1) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a claim; 

(2) It refutes, or is inconsistent with, a position the applicant takes in: 
1. (i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

o 

! n A prima facie case of unpatentability is established when the information compels a conclusion that a claim is unpatentable under «»® 

^ preponderance of evidence, burden^f-proof standard, giving each term in the claim its broadest reasonable construction consistent with the 

specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a contrary conclusion of 

patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the meaning of this section are: 

(1) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substamivcly involved in the preparation or prosecution of the application and who is associated with 
the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing information to the attorney, 
agent, or inventor. 


i. = 
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MERCHANT & GOULD P.C. 
United States Patent Application 
DECLARATION UNDER 37 CF,R. § 1 .63 

As a below named inventor I hereby declare that: my residence, post office address and citizenship are as stated below next to my 
name; that 

I verily believe I am the original, first and sole inventor (if only one name is listed below) or a joint inventor (if plural inventors are 
named below) of the subject matter which is claimed and for which a patent is sought on the invention entitled; METHOD APPARATUS OF 
DISC BURNISHING WITH A GLIDEmURNISH HEAD 


o 

'si 


The specification of which 

a. O is attached hereto 

b. S was filed on March 18, 1999 as application serial no. 09/272,183 and was amended on (if applicable) (in the case of a PCT-filcd 
application) described and claimed in international no. filed and as amended on (if any), which I have reviewed and for which I 
solicit a United States patent. 

I hereby state that I have reviewed and understand the contents of the above-identified specification, including the claims, as amended by 
any amendment referred to above. 

I acknowledge the duty to disclose information which is material to the patentability of this application in accordance with Title 37, Code of 
Federal Regulations, § 1 .56 (attached hereto). 


I hereby claim foreign priority benefits under Title 35. United States Code, § 1 19/365 of any foreign application(s) for patent or inventor's 
certificate listed below and have also identified below any foreign application for patent or inventor's certificate having a filing date before 
that of the application on the basis of which priority is claimed: 

a. ^ no such applications have been filed. 

b. O such applications have been filed as follows: 


FOREIGN APPUCATION(S), IF ANY, CLAIMING PRIORITY UNDER 35 USC 

6119 1 

COUNTRY 

APPLICATION NUMBER 

DATE OF FIUNG 
(day, month, year) 

DATE OF ISSUE 
(day, month, year) 





ALL FOREI 

GN APPUCATION(S)» IF ANY, FD 

LED BEFORE THE PRIORITY APPLICATION(S) 1 

COUNTRY 

APPLICATION NUMBER 

DATE OF FILING 
(day, moDth, year) 

DATE OF ISSUE 
(day, month, year) 






1 hereby claim the benefit under Title 35, United States Code. § 120/365 of any United States and PCT international application(s) listed 
below and, insofar as the subject matter of each of the claims of this application is not disclosed in the prior United States application m the 
manner provided by the first paragraph of Title 35, United States Code, § 1 12, 1 acknowledge the duty to disclose material information as 
defined in Title 37, Code of Federal Regulations. § 1 .56(a) which occurred between the filing date of the prior application and the national or 
PCT international filing date of this application. 



U^. APPLICATION NUMBER 


DATE OF FILING (day, month, year) 


STATUS (patented, pending, abandoned) 



I hereby claim the benefit under Title 35, United States Code § 1 19(e) of any United States provisional application(s) listed below: 


U^. PROVISIONAL APPLICATION NUMBER 


DATE OF FILING (Day, Month, Year) 
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Plcase direct all correspondence in this case to Merchant & Gould P.C. at the address indicated below: 

Merchant & Gould P.C. 
P.O. Box 2903 
Minneapolis, Minnesota 55402-0903 


I hereby declare that all statements made herein of my own knowledge are tnie and that alt statements made on information and belief are 
believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such willful false statements 
may jeopardize the validity of the application or any patent issued thereon. 
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Please direct all correspondence in this case to Merchant & Gould P.C. at the address indicated below: 

Merchant & Gould P.C. 
P.O. Box 2903 
Minneapolis, Minnesota 55402-0903 


I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and belief are 
believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 1 8 of the United States Code and that such willful false statements 
may jeopardize the validity of the application or any patent issued thereon. 
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Please direct all correspondence in this case to Merchant & Gould P.C. at the address indicated below: 


Merchant & Gould P.C. 
P.O. Box 2903 
Minneapolis, Minnesota 55402-0903 


I hereby declare that all statements made herein of my own knowledge are true and that all statements made on 

mLL to be true; and further that the« statements were made with the knowledge that w.Uful false statements and the I ke » made "e 
p«rhable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and *at such w.llful false statements 
may jeopardize the validity of the application or any patent issued thereon. 
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City 

FREMONT 

State & Zip Code/Country 
CALIFORNIA 94555/USA 


Signature of Inventor 201: 


Date: 


Futt Name 
Of Inventor 


Residence 
& Citizenship 
Post Office 
Address 


Family Name 
SUNDARAM 

City 

FREMONT 


First Given Name 
RAMESH 

State or Foreign Country 
CALIFORNIA 


Second Given Name 


Country of Citizenship 
UNITED STATES 


Post Office Address 
47681 ZUNIC DRIVE 


City 

FREMONT 


Signature of Inventor 202: 


Date: 


Full Name 
Of Inventor 


Family Name 

WANG 


First Given Name 
LI-PING 


State & Zip Code/Country 
CALIFORNIA 94539AJSA 


Second Given Name 


Residence 

& CItizensI 


City 

FREMONT 


State or Foreign Country 

CALIFORNIA 


Country of Citizenship 
TAIWAN 


Post Office 
Address 


Post Office Address 
43670 Vista Del Mar 


City 

FREMONT 


State & Zip Code/Country 
CALIFORNIA 94539/USA 



Full Name 
Of Inventor 


Residence 
& CUIicnship 
Post Office 
Address 


Family Name 

KU 


City 

FREMONT 


First Given Name 
CHIAO-PING 


State or Foreign Country 
CALIFORNIA 


Second Given Name 


Country of Citizenship 
TAIWAN 


Post Office Address 
59 VALAIS COURT 


City 

FREMONT 


State & Zip Code/Country 
i-ATiFORNlA 94539/USA 


Signature of Inventor 204: 


Date: 


) 
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§ 1.56 Duty to disclose information material to patentability. 

(a) A patent by its very nature is affected with a public interest. The public interest is best served, and the most effective patent 
exam nation occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachmgs of all '"forniation 
ma^ia to patentability. Each individual associated with the fling and prosecution of a patent apphcat.on h^ a duty 0^-"-°-"^^^^ 
fti*?n dealing with the OfTice. which includes a duty to disclose to the Office all information known to that md.v.dual o be matenal to 
oatl^wCas defined in this ection. The duty to disclose information exists with respect to each pendmg claim u^fl toe claim .s canceled 
o "*S^rLm ^nsidenttion, or the application becomes abandoned. Information material to the patentability of a claim that is canceled 
o Z^ftdrawn from consideration need not be submined if the infomation is not material to the patentability o any claim renaming under 
deration in the application. TTiere is no duty to submit infomiation which is not material to the patentabihY of any existing cla im. The 

t"o e all info^ation known to be material to patentability is deemed to be satisfied if all information """^ «° ^e maten^ , 
paltability of any claim issued in a patent was cited by the Office or submitted to the Office in the mamier prescribed by §§ 1 •97^K<1) and 
r7 However, no patent will be granted on an application in comiection with which fraud on the Office was practiced or attempted or the 
dmy of disdosilre was violated through bad faith or intentional misconduct. The Office encourages applicants to carefully examme. 

(1) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent applic«ion believe any 
p pending claim patentably defines, to make sure that any material information contained therein is disclosed to the Office. 

1 (b) Under this section, infoimation is material to patentability when it is not cumulative to information already of record or being made 
of record in the application, and 


Ui or 


(1) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a claim; 

(2) It refutes, or is inconsistent with, a position the applicant takes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability . 


«T A prima facie case of unpatentability is established when the information compels a conclusion that a clajm is ™P^'!"^^';= 
Q prTponderanee of evidence, burdenK,fi,roof standard, giving each term in the claim its broadest "'^'^'^ '°^''>^'^^"^^^'^^ 
^ification. and before any consideration is given to evidence which may be submitted in an attempt to establish a contrary conclusion of 

patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the meaning of this section are: 

(1) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of the application and who is associated with 
the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing information to the attorney, 
agent, or inventor. 


